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37 CFR Ch. I (7-1-97 Edition)§ 1.111

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued
under 35 U.S.C. 132.

§ 1.111 Reply by applicant or patent
owner.

(a) After the Office action, if adverse
in any respect, the applicant or patent
owner, if he or she persists in his or her
application for a patent or reexamina-
tion proceeding, must reply thereto
and may request reconsideration or
further examination, with or without
amendment.

(b) In order to be entitled to recon-
sideration or further examination, the
applicant or patent owner must make
request therefor in writing. The reply
by the applicant or patent owner must
distinctly and specifically point out
the supposed errors in the examiner’s
action and must respond to every
ground of objection and rejection in
the prior Office action. If the reply is
with respect to an application, a re-
quest may be made that objections or
requirements as to form not necessary
to further consideration of the claims
be held in abeyance until allowable
subject matter is indicated. The appli-
cant’s or patent owner’s reply must ap-
pear throughout to be a bona fide at-
tempt to advance the case to final ac-
tion. A general allegation that the
claims define a patentable invention
without specifically pointing out how
the language of the claims patentably
distinguishes them from the references
does not comply with the requirements
of this section.

(c) In amending in response to a re-
jection of claims in an application or
patent undergoing reexamination, the
applicant or patent owner must clearly
point out the patentable novelty which
he or she thinks the claims present in
view of the state of the art disclosed by
the references cited or the objections
made. He or she must also show how
the amendments avoid such references
or objections. (See §§ 1.135 and 1.136 for
time for reply.)

[46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration.
After response by applicant or patent

owner (§ 1.111), the application or pat-

ent under reexamination will be recon-
sidered and again examined. The appli-
cant or patent owner will be notified if
claims are rejected, or objections or re-
quirements made, in the same manner
as after the first examination. Appli-
cant or patent owner may respond to
such Office action in the same manner
provided in § 1.111, with or without
amendment. Any amendments after
the second Office action must ordi-
narily be restricted to the rejection or
to the objections or requirements
made. The application or patent under
reexamination will be again consid-
ered, and so on repeatedly, unless the
examiner has indicated that the action
is final.

[46 FR 29182, May 29, 1981]

§ 1.113 Final rejection or action.
(a) On the second or any subsequent

examination or consideration the re-
jection or other action may be made
final, whereupon applicant’s or patent
owner’s response is limited to appeal in
the case of rejection of any claim
(§ 1.191), or to amendment as specified
in § 1.116. Petition may be taken to the
Commissioner in the case of objections
or requirements not involved in the re-
jection of any claim (§ 1.181). Response
to a final rejection or action must in-
clude cancellation of, or appeal from
the rejection of, each rejected claim. If
any claim stands allowed, the response
to a final rejection or action must com-
ply with any requirements or objection
as to form.

(b) In making such final rejection,
the examiner shall repeat or state all
grounds of rejection then considered
applicable to the claims in the case,
clearly stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959, as amended at 46
FR 29182, May 29, 1981]

AMENDMENTS

AUTHORITY: Secs. 1.115 to 1.127 also issued
under 35 U.S.C. 132.

§ 1.115 Amendment.
The applicant may amend before or

after the first examination and action
and also after the second or subsequent
examination or reconsideration as
specified in § 1.112 or when and as spe-
cifically required by the examiner. The
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